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Tracy L. Wright, ISB No. 8060 

HAWLEY TROXELL ENNIS & HAWLEY LLP 

877 Main Street, Suite 1000 

P.O. Box 1617 

Boise, ID 83701-1617 

Telephone:  208.344.6000 

Facsimile:  208-954-5208 

Email: twright@hawleytroxell.com 

Attorneys for Plaintiff 

UNITED STATES DISTRICT COURT  

FOR THE DISTRICT OF IDAHO 

CAPITAL EDUCATORS FEDERAL 
CREDIT UNION, 

Plaintiff, 

vs. 

CAPITOL FEDERAL FINANCIAL, INC. 
d/b/a Capitol Federal Savings Bank, 

Defendant. 

  
Case No.       

COMPLAINT FOR DECLARATORY 
JUDGMENT 

 

   

Plaintiff Capital Educators Federal Credit Union (“Plaintiff”), by and through its 

undersigned attorneys of record, for and against Capitol Federal Financial, Inc. d/b/a Capitol 

Federal Savings Bank (“Defendant”), alleges as follows: 

NATURE OF THE ACTION 

1. This is an action under the Declaratory Judgment Act, 28 U.S.C. § 2201, et seq., 

for declaratory judgment of non-infringement of Defendant’s CAPFED trademark pursuant to 

the Trademark Laws of the United States, 15 USC § 1051, et seq., and 15 USC § 1125, et seq.  

1:19-cv-282
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Plaintiff seeks a declaration that its use of the term “CapEd” does not infringe Defendant’s rights 

in its CAPFED trademark. 

2. This action arises out of Defendant’s demands that Plaintiff discontinue all use of 

“CapEd.” 

PARTIES 

3. Plaintiff is an Idaho Non-Profit Organization with its principal place of business 

at 275 S. Stratford Dr., Meridian, Idaho 83642. 

4. Upon information and belief, Defendant is a Maryland corporation with its 

principal place of business at 700 S. Kansas Ave., Topeka, Kansas 66603. 

JURISDICTION AND VENUE 

5. This Court has original jurisdiction over the subject matter of this action pursuant 

to 28 U.S.C. §§ 1331 and 1338. 

6. This Court has personal jurisdiction over Defendant because, upon information 

and belief, Defendant has established minimum contacts with this forum, and has substantial, 

continuous, and systematic contacts with the State of Idaho.  Upon information and belief, 

Defendant advertises its commercial services and products via the Internet and mailings to 

residents of the State of Idaho, markets its commercial services to consumers in the State of 

Idaho, provides commercial services to numerous residents of the State of Idaho, and derives 

income from numerous residents of the State of Idaho.  By virtue of these actions, Defendant has 

purposefully availed itself of the privilege of conducting business in this State and in this judicial 

District. 
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7. Venue is proper in this District under 28 U.S.C. § 1391 (b) and (c) because, upon 

information and belief, a substantial part of the events giving rise to Plaintiff’s claims occurred in 

this District and because Defendant is subject to personal jurisdiction in this District. 

8. An actual case or controversy exists between the parties.  Defendant has 

threatened to take action against Plaintiff, has asserted that Plaintiff is engaging in acts of 

trademark infringement and unfair competition, and has demanded that Plaintiff discontinue all 

use of “CapEd.” 

GENERAL ALLEGATIONS 

9. Plaintiff offers and provides credit union services under the name “CapEd” to 

consumers in the Pacific Northwest, principally within the State of Idaho. 

10. Upon information and belief, Defendant offers and provides banking services 

sometimes under the name CAPFED. 

11. Upon information and belief, Defendant is the record owner of U.S. Registration 

No. 4,104,054 for the mark CAPFED in International Class 36 (the “CAFFED Mark”).  A true 

and correct copy of the forgoing registration from the U.S. Patent and Trademark Status and 

Document Retrieval (TSDR) is attached hereto as Exhibit A. 

12. Plaintiff has been known as Capital Educators Federal Credit Union, doing 

business under that name, since 1972.  Plaintiff’s customers had been referring to it informally as 

“Cap Ed Credit Union” since at least the early 1980s.  Plaintiff formally adopted the “CapEd” 

name in 2008 and has been doing business under that name continuously since at least that time. 
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13. “CapEd” is distinctively different in design, concept and function from 

Defendant’s CAPFED Mark.  “CapEd” functions as a reminder to its customers of Plaintiff’s 

unique history as an educators’ credit union. 

14. There is no direct competition between Plaintiff’s and Defendant’s services 

claimed within the same geographical area. 

15. By letter dated March 9, 2016, counsel for Defendant demanded, inter alia, that 

Plaintiff “immediately cease all use of the infringing CapEd mark and any other confusingly 

similar mark in connection with any credit union, banking, financial services or any other related 

services . . . .”   

16. By letter dated April 29, 2016, counsel for Plaintiff explained that Plaintiff has 

common-law rights in, and for the use of, “CapEd” in all geographic areas of prior use. 

17. Defendant then filed a petition with the Trademark Trial and Appeal Board to 

cancel Plaintiff’s federally registered “CapEd” Mark. 

18. By letter dated January 14, 2019, counsel for Defendant “renew[ed] its demands 

that [Plaintiff] discontinue all use of ‘CapEd’ and transfer all domain names containing ‘caped.’” 

19. By letter dated February 28, 2019, counsel for Plaintiff again explained that 

Plaintiff’s use of “CapEd” was based on common-law rights by virtue of is prior and continuous 

use of same since at least 2008, more than two years before Defendant applied for registration of 

the CAPFED Mark. 

20. By letter dated June 5, 2019, counsel for Defendant declined to enter into any 

coexistence agreement with Plaintiff, and demanded a response “no later than June 10, 2019.  

Otherwise, I will recommend my client consider further legal proceedings.” 
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21. Defendant’s repeated allegations that Plaintiff has infringed on the CAPFED 

Mark and its demands that Plaintiff cease all use of “CapEd” created a reasonable apprehension 

of litigation, and accordingly, there exists an actual case or controversy. 

22. Defendant’s threats and demands have placed a cloud over Plaintiff’s rights to 

continue using “CapEd” to market and provide its services. 

23. In light of Defendant’s threats and allegations, Plaintiff is in need of, and is 

entitled to, a judicial determination that (a) there is no likelihood of confusion between Plaintiff’s 

use of “CapEd” on the one hand, and Defendant’s CAPFED Mark on the other; (b) Plaintiff’s 

use of “CapEd” does not infringe any federal trademark rights owned by Defendant and does not 

constitute unfair competition under federal or state law; and (c) Plaintiff is entitled to continue its 

use of “CapEd” in all geographic areas of use prior to Defendant’s application to register its 

CAPFED Mark. 

FIRST CLAIM FOR RELIEF 

24. Plaintiff repeats and realleges the allegations contained in paragraphs 1 - 23 of 

this Complaint as if set forth fully herein. 

25. Defendant claims that Plaintiff’s use of “CapEd” constitutes federal and common 

law trademark infringement and unfair competition, and, under a threat of litigation, demands 

that Plaintiff cease all use of “CapEd” in commerce. 

26. An actual, present, and justiciable controversy exists between Plaintiff and 

Defendant regarding Plaintiff’s use of the term “CapEd” in connection with marketing and 

providing its services. 
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27. There is no likelihood of confusion between Plaintiff’s use of “CapEd” on the one 

hand, and Defendant’s CAPFED Mark on the other 

28. Plaintiff has common-law rights in, and to the use of, “CapEd.” 

29. Plaintiff seeks a declaratory judgment from this Court that its use of the term 

“CapEd” is not likely to cause confusion as to the source, affiliation, or sponsorship of Plaintiff’s 

services with those of Defendant. 

30. Plaintiff seeks a declaratory judgement from this Court that Plaintiff’s use of the 

term “CapEd” does not constitute trademark infringement under the Lanham Act or under Idaho 

state common law. 

31. Plaintiff seeks a declaratory judgement from this Court that Plaintiff’s use of the 

term “CapEd” does not constitute unfair competition under the Lanham Act or under Idaho state 

common law. 

32. Plaintiff seeks a declaratory judgement from this Court that, even if “CapEd” is 

found to be confusingly similar to the CAPFED Mark, Plaintiff has common-law rights in, and 

the continuing right to use, “CapEd” as a mark for credit union services in all geographic areas of 

use predating the filing of Defendant’s application to register its CAPFED Mark. 

33. Plaintiff seeks a declaratory judgement from this Court that Defendant has not 

suffered, and will not suffer, any damages or loss of good as a result of Plaintiff’s use of the term 

“CapEd.” 

34. Plaintiff seeks a declaratory judgement from this Court that Defendant is not 

entitled to any injunctive relief or damages under 15 U.S.C. § 1125 or the common law of the 

State of Idaho. 

Case 1:19-cv-00282-CWD   Document 1   Filed 07/18/19   Page 6 of 8



 

COMPLAINT FOR DECLARATORY JUDGMENT - 7 
05447.0008.12077814.1 

PRAYER FOR RELIEF 

WHEREFORE, Plaintiff prays that the Court enter judgment in its favor as follows: 

A. Declaring that Plaintiff’s conduct, including its marketing and providing services 

using the term “CapEd” does not constitute trademark infringement or unfair competition under 

the Lanham Act or under Idaho State law; 

B. Declaring that Defendant is not entitled to any injunctive relief with respect to 

Plaintiff’s use of the term “CapEd”; 

C. Declaring that Defendant has not suffered any and will not suffer any harm or 

damages, and therefore is not entitled to any relief under the Lanham Act or under Idaho State 

law; 

D. Declaring that Plaintiff is entitled to continue to use the term “CapEd” in connection 

with marketing and providing its services; 

E. Declaring that Plaintiff is entitled to continue to use the term “CapEd” in all 

geographic areas predating the filing of Defendant’s application to register its CAPFED Mark; 

F. Awarding Plaintiff its costs, expenses and attorney’s fees in this action; and  

G. Awarding such other and further relief to which Plaintiff may be entitled as a matter of 

law, equity, or which the Court deems proper and just under the premises. 

DEMAND FOR JURY TRIAL 

Pursuant to Federal Rule of Civil Procedure 38, Plaintiff hereby demands a jury trial on 

all issues so triable. 
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DATED THIS 18
th

 day of July, 2019. 

 HAWLEY TROXELL ENNIS & HAWLEY LLP 

By /s/ Tracy L. Wright  
Tracy L. Wright, ISB No. 8060 
Attorneys for Plaintiff 
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